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Remarks 

Claims 1-15 were pending in this application. By this Amendment, claims 10-13 and 15 
are canceled without prejudice to prosecution in another application. Claims 1 and 6 are 
amended. Support for these amendments can be found throughout the specification, including at 
least at page 3, paragraph 009, page 9, paragraph 0032 and page 26, paragraph 0074 to page 27, 
paragraph 0076. New claims 16-21 are added. Support for the new claims can be found 
throughout the specification, including at least at page 3, paragraph 009 and page 7, paragraph 
0025. 

No new matter is introduced by the foregoing amendments. After entry of this 
Amendment, claims 1-9, 14, and 16-21 are pending in this application. Consideration of the 
pending claims is requested. 

Elections/Restrictions 

Applicants note that the Office has acknowledged the election of Group I, claims 1-9 and 
14, and that the Office has made the election final. Claims 10-13 and 15 are canceled as drawn 
to non-elected subject matter. 

Information Disclosure Statement 

Applicants thank Examiner Kumar for considering the references cited on the 
Information Disclosure Statement submitted to the United States Patent and Trademark Office on 
February 1, 2007. Applicants note that the signed copy of the corresponding Form- 1449 does 
not indicate that PCX Application No. WO 01/083697 (Exelixis Plant Sciences, Inc.) was 
considered. Thus, Applicants respectfully request that the Office indicate in a subsequent 
communication that this reference has been considered. A copy of the appropriate page of the 
Form- 1449 is provided herewith, for the Examiner's convenience. 

Claim Objections 

Claims 1 and 6 are objected to for alleged informalities in reciting "control plants". 
Claims 1 and 6 have been amended to recite . . relative to a plant of the same species that does 
not comprise the plant transformation vector". Applicants submit that by these amendments, the 
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nature of the ''control plants" is sufficiently foimalized. Applicants respectfully request that the 
claim objections be withdrawn. 

Rejections under 35 U.S.C. §112, second paragraph 

Claims 1-9 and 14 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regard as the invention. Applicants respectfully traverse this rejection. 

The Office alleges that claims 1 and 6, and dependent claims 2-5, 7-9, and 14 are 
indefinite in reciting "an ortholog thereof in relation to SEQ ID NO: 2, because the "use of the 
term 'ortholog' in the claim does not set forth the metes and bounds of the claimed invention" 
(Office action, page 4). Applicants respectfully disagree. However, solely to advance 
prosecution in this case. Applicants have removed reference to the term "ortholog" from 
independent claims 1 and 6, thereby making these rejections moot. 

The Office also alleges that claim 6, and dependent claims 7 and 8 are indefinite in 
reciting the production of a plant with "an altered oil content phenotype" when the claim is 
directed to "a method of producing a high oil phenotype in a plant". Applicants respectfully 
disagree. However, solely to advance prosecution in this case. Applicants have substituted the 
phrase "high-oil phenotype" for "an altered oil content phenotype", in independent claim 6, 
thereby making these rejections moot. 

The Office also alleges that claim 9 is indefinite in reciting "direct progeny" and "indirect 
progeny". Applicants respectfully disagree. Applicants submit that the terms "direct progeny" and 
"indirect progeny" are not confusing because both terms are defined in the specification at page 6, 
paragraph 0021. The specification states that, "direct progeny of a given plant derives from the seed 
(or, sometimes, other tissue) of that plant and is in the immediately subsequent generation." 
Additionally, "indirect progeny of a given plant derives from the seed (or other tissue) of the direct 
progeny of that plant or from the seed (or other tissue) of subsequent generations in that lineage." 
Thus, in light of the specification, the meanings of "direct progeny" and "indirect progeny" are clear. 
Applicants respectfully request that this rejection be withdrawn. 
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In light of the above arguments and the amendments made herewith, Applicants 
respectfully request that the indefiniteness rejections be withdrawn. 

Claim Rejections under 35 U.S.C. §1 12, first paragraph (enablement) 

Claims 1-9 and 14 are rejected under 35 U.S.C. § 1 12, first paragraph, as allegedly failing 
to comply with the enablement requirement. The claims are rejected because the specification 
allegedly ''does not reasonably provide enablement for (i) a transgenic plant with increased oil 
content or a method of producing said transgenic plant comprising a nucleotide sequence that 
encodes an ortholog of SEQ ID NO: 2 and (ii) a transgenic plant with increased oil content or a 
method of making said transgenic plant comprising a nucleotide sequence which is 
complementary to a nucleotide sequence that encodes SEQ ID NO: 2" (Office action, page 6). 
Applicants respectfully traverse this rejection. In spite of this, and solely to advance prosecution 
in this case, claims 1 and 6 are amended, as discussed below. It is believed that the amended 
claims and the claims dependent thereon are fully enabled by the specification. 

Claims 1 and 6 have been amended to be directed to a transgenic plant and a method of 
producing a high oil phenotype in a plant, comprising in part, "a plant transformation vector 
comprising ... an amino acid sequence having at least 95% sequence identity to the amino acid 
sequence of SEQ ID NO: 2". Claims 1 and 6 have also been amended to remove the reference to 
a complementary sequence element. At least this portion of the present rejections should be 
withdrawn. 

The Office asserts that "[mjaking amino acid substitutions in SEQ ID NO: 2 is 
unpredictable . . . [because] the positions within the protein's sequence where such amino acid 
changes can be made with a reasonable expectation of success (without altering protein function) 
are limited " (Office action, page 9). The Office further asserts that "identification of related 

sequences that will encode enzymes having a particular catalytic activity is particularly 
problematic in the enzymes involved in modifying fatty acids" (Office action, page 10). But the 
question is not what effect a random mutation might have on the function of a protein sequence. 
Instead, it is whether the instant specification allows one of ordinary skill in the art to make and 
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use a plant comprising a nucleotide sequence that (1) encodes a polypeptide sequence that has at 
least 95% sequence identity with SEQ ID NO: 2, and that (2) conveys a high oil phenotype on 
the plant. Applicants provide sufficient teachings in the specification, particularly in view of the 
level of skill of those in the art, to enable the scope of the invention as currently claimed. 

The Federal Circuit has repeatedly stated that enablement is not precluded by the 
necessity for some experimentation, so long as the experimentation is not undue. In re Wands 8 
USPQ2d 1400 (Fed. Cir. 1988). A considerable amount of experimentation is permissible, if it is 
merely routine, or if the specification provides a reasonable amount of guidance in which the 
experimentation should proceed. Id. The specification (see page 11, paragraph 0037 through 
page 12, paragraph 0038) clearly describes methods, which were well known to those of skill in 
the art at the time the application was filed, for identifying and producing sequence variants, 
namely: 

(i) Sequence homology analysis, using BLAST and CLUSTAL programs, for 
example; 

(ii) Nucleic acid hybridization; 

(iii) Degenerate PGR and screening of a cDNA or genomic library; 

(iv) Antibody binding and expression libraries; and 

(v) Site directed mutagenesis . 

Applicants point out that the requirement of at least 95% sequence identity to SEQ ID 
NO: 2 provides very predictable and defined structure for the sequences encompassed by the 
claims. This claimed percentage identity and the size of SEQ ID NO: 2 permits only up to 16 
amino acid changes within the full-length 326 amino acid protein which can be readily produced, 
identified, and characterized by the above methods. 

Significantly, the specification also teaches how any identified sequence of interest, such 
as SEQ ID NO: 2 and sequences having at least 95% sequence identity to SEQ ID NO: 2, can be 
used to generate plants with high oil phenotype and how to test for high oil content in transgenic 
plants transformed with such a sequence. For example, the identified sequence can be cloned 
into an over-expression vector which in tum can be used to generate transgenic plants. Such 
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plants can then be tested for high oil phenotype compared to non-transgenic plants, as measured 
with NIR infrared spectroscopy (Example 5 at page 26, paragraphs 0073 and 0074). Therefore, 
undue experimentation is not required to make and use a plant transformed with a nucleotide 
sequence that encodes a polypeptide sequence that has at least 95% sequence identity with SEQ 
ID NO: 2, and that conveys a high oil phenotype in the plant. 

Applicants respectfully submit that in view of the teachings of the specification, and the 
knowledge of one of skill in the art at the time the application was filed, claims 1 and 6 (and 
claims dependent thereon) are fully enabled. In light of the arguments presented above and the 
amendments of the claims, Applicants request that the rejections of claims 1-9 and 14 under 35 
U.S.C. § 1 12, first paragraph be withdrawn. 

Applicants thank the Examiner for acknowledging that the claims are enabled for a 
transgenic plant and a method of making a transgenic plant comprising a plant transformation 
vector "comprising the amino acid sequence set forth as SEQ ID NO: 2". Therefore, claims 17, 
18, 20, and 21, are enabled. 

Rejections under 35 U.S.C. §1 12, first paragraph (written description) 

Claims 1-9 and 14 are rejected under 35 U.S.C. § 1 12, first paragraph, as allegedly 
containing subject matter that was not described in the specification in such a way to reasonably 
convey to one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. Applicants respectfully traverse this rejection. In spite 
of this, and solely to advance prosecution in this case, independent claims 1 and 6 are amended 
herewith and it is believed that the amendments clearly overcome the rejection, as discussed 
below. 

The Office alleges that the claims are directed to a "broadly claimed genus [which] 
encompasses structures whose function is unrelated to the instantly claimed SEQ ID NO: 2" 
(Office action, page 15). The Office further alleges that "the only species described in the 
specification is SEQ ID NO: 1, which encodes SEQ ID NO: 2" and that "one of skill in the art 
would not recognize that Applicant was in possession of the necessary common attributes of the 
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genus in view of the disclosed species" {Id,). Based on these statements, the Office concludes 
that the specification does not provide sufficient written descriptive support for the claims. 

Applicants respectfully disagree that more than one sequence is necessary to establish 
adequate written description for a genus, at least for the following reasons. 

As established in Ex parte Parks, "adequate description under the first paragraph of 35 
U.S.C. 1 12 does not require literal support for the claimed invention. . . . Rather, it is sufficient if 
the originally-filed disclosure would have conveyed to one having ordinary skill in the art that an 
appellant had possession of the concept of what is claimed" Ex parte Parks, 30 USPQ2d 1234, 
1236-37 (B.P.A.L 1993) (emphasis added). Moreover, the MPEP at §2163 states that "[wjhat is 
conventional or well known to one of skill in the art need not be disclosed in detail. See 
Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d at 1384; 231 USPQ at 94. If a skilled 
artisan would have understood the inventor to be in possession of the claimed invention at the 
time of filing, even if every nuance of the claims is not explicitly described in the specification, 
then the adequate description requirement is met. See, e.g. Vas-Cath, 935 F.2d at 1563, 19 
USPQ2d at 1116; Martin v. Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395 (CCPA 1972) 
(stating "description need not be in ipsis verbis [i.e., "in the same words"] to be sufficient")." 

In the current instance, amended claims 1 and 6 recite "a plant transformation vector 
comprising ... a nucleotide sequence that encodes a HI032.3 polypeptide comprising . . . the amino 
acid sequence having at least 95% sequence identity to the amino acid sequence of SEQ ID N0:2". 
This language clearly and structurally describes the molecules that fall within the claimed subject 
matter. Moreover, the original disclosure clearly conveys that Applicants had possession of the 
claimed invention, and certainly of the concept of what is currently claimed. Applicants had 
possession of the polypeptide sequence in SEQ ID NO: 2; Applicants had also contemplated and 
provided explicit written description of polypeptides with at least 95% sequence identity to that 
sequence (for example, at page 9, paragraph 0032). Further, the specification describes how to 
determine which sequences have at least 95% sequence identity to SEQ ID NO: 2 (for example, 
at page 9, paragraph 0034). Methods are also provided for determining which residues are 
highly conserved (for example, at page 11, paragraph 0037); for making polypeptide variants 
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(for example, at page 12, paragraph 0038; for the generation of transgenic plants (at page 13, 
paragraph 0043 to page 14, paragraph 0045); and for detemiining if a plant (particularly a 
transgenic plant) produces a high oil producing phenotype (for example, at page 7, paragraph 
0025 and Example 1 on pages 17-18). Therefore, based on the teachings of the specification and 
the knowledge of one of skill in the art, a person of ordinary skill could envision sequences 
having at least 95% sequence identity to the sequence set forth in SEQ ID NO: 2. The pending 
claims are thus sufficiently described by the specification, and Applicants request that their 
rejection under 35 U.S.C. §112, first paragraph, be withdrawn. 

The Office is reminded that the description of a representative number of species does not 
require the description to be of such specificity that it would provide individual support for each 
species that the genus embraces. Guidelines for Examination of Patent Applications under the 
35 U.S.C. § 112, qr L "Written Description" Requirement 66 Fed. Reg. 1099, 1106 (2001). 
Satisfactory disclosure of a "representative number" depends on whether one of skill in the art 
would recognize that Applicants were in possession of the necessary common attributes or 
features of the elements possessed by the members of the genus in view of the species disclosed. 
Id, Applicants respectfully submit that one of skill in the art reading the specification would 
recognize that Applicants had possession of the claimed invention in its full scope at the time the 
application was filed. Applicants respectfully request withdrawal of the rejections of claims 1-9 
and 14, for lack of adequate written description. 

Rejections under 35 U,S,C, §102(b) 

Claims 1-9 and 14 are rejected under 35 U.S.C. § 102(b), as allegedly being anticipated by 
Jako et al and by Zou et al The Office notes that these rejections are "made because the 
recitation 'ortholog' in claims 1 and 6 read on any polypeptide that has the property of increasing 
seed oil content" (Office action, page 17). Applicants respectfully traverse these rejections. In 
spite of this, and solely to advance prosecution in this case, claims 1 and 6 are amended, as 
discussed above, to remove reference to the term "ortholog". It is believed that amended 
independent claims 1 and 6 and dependent claims 2-5, 7-9, and 14 are thus free from Jako et al, 
and Zou et al. Applicants respectfully request withdrawal of the rejections under 35 U.S.C. 
§ 102(b). 
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Conclusion 

Based on the foregoing amendments and arguments, the claims are in condition for 
allowance and notification to this effect is requested. If for any reason the Examiner believes 
that a telephone conference would expedite allowance of the claims, please telephone the 
undersigned at the telephone number listed below. 



One World Trade Center, Suite 1600 
121 S.W. Salmon Street 

Portland, Oregon 97204 
Telephone: (503) 595-5300 
Facsimile: (503) 595-5301 



Respectfully submitted, 
KLARQUIST SPARKMAN, LLP 



By /Tanya M. Harding/ 

Tanya M. Harding, Ph.D. 
Registration No. 42,630 
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